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Praxis

Six Steps to
Protecting

Your Brand

and Fighting
Infringement and
Counterfeits

Smart product manufacturers
invest in protecting their intellec-
tual property rights. Preventing
and addressing counterfeit and
infringing products on an ongo-
ing basis should be prioritized
as a core function of their busi-
ness. It’s critical to safeguard their
rights and to protect the integrity
of both their products and the
goodwill and reputation they have
tirelessly established.

Any intellectual property
attorney specializing in protect-
ing brands is frequently asked
what efforts companies should
take to ensure their intellectual
property rights are safeguarded.
In my experience, there are six
key actions that are common if
not essential. They both proac-
tively prevent counterfeit and
infringing products from harm-
ing their business and reputa-
tion, and quickly and efficiently
address instances of counterfeit
and infringing products to miti-
gate harm caused.

1. Portfolio Strategy

In establishing a global brand
protection and anticounterfeit-
ing strategy, it is important to
start with developing a strategic
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and robust intellectual property
portfolio. One starts by identify-
ing a company’s important trade-
marks, including house marks,
brand marks, logos, colors, and
trade dress, and any original
works of authorship which may
be the subject of copyright protec-
tion. Thereafter, one develops and
implements a domestic and inter-
national filing strategy to secure
registration of these IP rights in
the intellectual property office of
each country. There are many
considerations in portfolio strat-
egy, including key current and
future markets in which products
are, or will be sold.

2. Customs
Registration/
Enforcement

Customs authorities around
the world are a valuable resource
to aid in global brand protection
and anticounterfeiting efforts.
Customs authorities can assist
in preventing the importation of
counterfeit and infringing goods,
and also genuine goods enter-
ing a country from unauthorized
trade channels, known as parallel
imports.

The first step in working with
Customs authorities is to record
a client’s trademark registrations
and key product information with
Customs authorities. Customs
authorities around the world
maintain databases with trade-
mark registrations and informa-
tion about defining characteristics

of products that serves to distin-
guish genuine from counterfeit
products. Shipments containing
suspicious products can then
be suspended by Customs on
the basis of the brand owner’s
Customs registrations. The brand
owner, or its agent/legal counsel
is contacted and asked to ver-
ify the authenticity of the goods
being imported or exported. If
the goods are in fact counter-
feit, or infringe the brand owners
rights, the goods can be seized
and destroyed.

In addition to recording trade-
mark registrations and key prod-
uct information with Customs
authorities, it’s important to edu-
cate authorities in each country
who are tasked with enforcing
their country’s anti-counter-
feiting, unfair competition, and
consumer protection laws on
characteristics of genuine prod-
ucts in order to distinguish them
from counterfeit and infringing
goods so they can carry out sei-
zures of illicit shipments. These
authorities include Customs
officials, law enforcement, gov-
ernmental agencies tasked with
regulating the illicit trade of coun-
terfeit and infringing goods, and
even judges in many countries.
The trainings include an overview
of the relevant intellectual prop-
erty laws, and anti-counterfeit-
ing and unfair competition laws,
protocols and procedures to be
followed during raids, seizures,
administrative cases, and destruc-
tion of seized goods.

3. Cease and Desist
Letters

Upon discovering counterfeit
or infringing products in the mar-
ket, the next step is to prepare
and serve cease and desist let-
ters to the individuals or entities
involved in the infringing conduct.
Thereafter, a number of variables
can determine how to proceed,
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but in favorable instances, this
can include negotiating product
design changes with the infringer,
obtaining signed undertakings,
or negotiating settlement agree-
ments. In addition, it's common
to collect settlement amounts
in lieu of pursuing further legal
action against the infringer.

4. Market Sweeps/
Monitoring and
Surveillance

Another  effective  brand
enforcement tool is carrying out
market sweeps, both online and
at the physical retail level. One
works with foreign counsel, inves-
tigators, market administrators,
e-commerce platforms, and law
enforcement authorities to com-
bat the sale of counterfeit and
infringing products. This entails
physically visiting the markets to
observe the products being sold,
conducting trap purchases of
counterfeit and infringing goods,

hand delivering cease and desist
letters, and initiating administra-
tive, criminal, and civil lawsuits.

5. Domain Name
Protection

Securing relevant domain
names associated with one’s brand
helps prevent cybersquatting and
unauthorized use. Legal actions
can be taken against those who
register domain names containing
terms that are identical or confus-
ingly similar to a protected brand
by asserting registered and com-
mon law trademark rights. These
actions can include letters to
domain registrars, administrative
complaints, and Uniform Domain-
Name Dispute-Resolution Policy
(UDRP) proceedings with the
Internet Corporation for Names
and Numbers (ICANN).

6. Litigation

When necessary, legal action
through litigation may be pursued
to enforce intellectual property

rights. This can include filing law-
suits against infringing parties,
seeking injunctions, and claiming
damages for harm caused to the
brand.

Anyone engaged in manufactur-
ing, producing or selling products
should engage with experienced
legal counsel knowledgeable in
all six steps listed above to begin
developing a customized and stra-
tegic plan to combat sales of illicit
products.
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clients in the enforcement of
international and domestic intel-
lectual property assets with a
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and brand protection in a wide
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